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ORDER  (No.252 of 2013) 

Hon’ble Shri. Justice K.N. Basha, Chairman 

 
The challenge in this appeal is to the order of the respondent dated 

27.08.2009 made in application No.794/CHE/2006 refusing the application 

preferred for seeking the relief of patent by the appellant.  The appellant is 

a Japanese company submitted the application namely conventional 

application with priority from Japanese application No.3.2005-134640 

dated 2.5.2005 filed at Japanese Patent Office.  

 
2. The office of the respondent examined the case u/s 12 of the 

Patents Act, 1970 and raised the objections, as per the first examination 

report dated 16.7(2)008.  Among the objections, the objection No.9 reads 

hereunder: 

(9) proof of the right should be filed 
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The applicant in its reply dated 12.02.2009 stated “all the 

requirements are made” but they have not produced any documents for 

the proof of right. 

 
3. Thereafter the other objections were communicated as per letter 

dated 13.7(2)009. 

1. The signature of the applicant overlaps with the drawing.  
Hence fresh sheets to be filed. 

2. A petition Under Rule 138 to be filed for prior foreign filing 
particulars as per rule 12(1)(A) of The Patent Rules 2003. 

3. Regard objection number 9 of our office letter dated 16th July 
2008 it is stated that the corresponding objection number 9 
has been met without filing the proof of right in your letter 
dated 22nd June 2009.  Hence proof of right shall be filed as 
per section 7(2) of the Patents Act. 

4. Regard objection number 10 of our office letter dated 16th 
July 2008 and your corresponding reply dated 22nd June 
2009, it is stated that the corresponding objection 10 has 
been met without filing the General Power of Attorney.  
Hence General Power of Attorney to be filed. 

5. The filed Form 1 is not having full details as per the format.  
Hence fresh Form 1 in proper format with all details to be 
filed. 

6. Hearing is fixed on 14/07/2009 at 11.00 a.m. 
7. Last date expires on 16/07/2009. (12 months from FER) as 

per Patents (Amendment) Rules 2006. 
 
 
4. The agents for the applicant attended the hearing and submitted 

their response as per their letter dated 15.7(2)009.   

 
5. The applicant’s agent also made written submissions before the 

respondent mainly contending that they have preferred a conventional 

application which is governed by section 135 of the Patents Act, 1970 

(hereinafter referred to as Act), and as per section 135, it is clear that 

section 6 is applicable only to ordinary application and not to conventional 

applications.  It is further stated that in the written submissions that section 

7(2) clearly states that the proof of right is required only where the 

application is made by virtue of an assignment of the right to apply for a 

patent and the applicant has not made the application by virtue of an 
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assignment of the right to apply for a patent or by virtue of right as in the 

conventional application u/s 135 of the Patents Act. 

 
6. The respondent by placing reliance of the provisions u/s 6, 7(2) and 

135 of the Act held as per the impugned order that the applicant is 

required to file the proof of the right to apply.  But in the instant case, no 

such proof filed by the applicant. 

 
7. It is further pointed out by the respondent that as per the provisions 

u/s 10 (6), the applicant’s agent has to declare who are the inventors in 

Form-5 and the inventor is the owner of the inventions.  It is also observed 

by the respondent that proof of the right as required u/s 7(2) have to be 

assigned by the inventors and declaration u/s 10/6 can be assigned by the 

applicant or agent. It is further held by the respondent that the applicant 

has not filled in application properly by deleting the relevant column meant 

for conventional application in the application (Form-1) and the applicant 

has to obtain the signature from the inventors in column 9(i) of Form-1 or 

alternatively they have to provide the assignment deed signed by the 

inventors assigning the invention to the applicant.  Ultimately, the 

respondent held that the applicant has failed to fulfill the requirement of 

section 7(2) of the Act by not obtaining the signatures from the inventors in 

the application column 9(i) or not filing the assignment deed from the 

inventors or any other documents in support of their right to make the 

application in India even though the applicants declared in Form-1 and 

Form-5 that they are the assignees of true and first inventors. 

 
 Being aggrieved against the order of the respondent, the present 

appeal is preferred.  

 
8. Mr. Solomon, Agent of the applicant would submit that the 

respondent has erred in rejecting the application of the applicant seeking 
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the relief of patent by wrongly interpreting the provisions and wrongly 

placing reliance of the different provisions.  It is contended that section 6 is 

applicable only in respect of ordinary application and not in conventional 

application. 

 
9. It is further contended that as far as Section 7(2) is concerned, the 

authority is to consider only the right of the applicant to apply and not in 

respect of proof of such right.  It is also submitted that as per section 135, 

there is no requirement of any production of proof of right to prefer a 

conventional application. 

 
10. We have carefully considered the contentions put forwarded by the 

learned agent of the applicant and also perused the entire materials 

available on record including the impugned order passed by the 

respondent herein. 

 
11. At the out set, it is to be stated that the impugned order was passed 

mainly on procedural defects on the ground that the applicant has not 

rectified the defects or objections pointed out as per Form-1 and the 

applicant has not filed proof of right to submit his application for seeking 

the relief of patent. 

 
12. There is no dispute that the crux of the issue involved in this matter 

is Section 7(2) of the Act requiring the applicant to establish the proof of 

the right to make the application.  The undisputed fact remains in the 

instant case that the applicant has not submitted any proof of the right to 

make the application for patent.  On the other hand, it is vehemently 

contended by the agent of the applicant that the applicant need not 

establish the proof of right to make the application.  It is enough for him to 

substantiate contention that the applicant has right to apply on the ground 

that the application is one of conventional application.  Before proceeded 
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to consider the crux of the issue in this matter it is relevant to refer the 

following provisions of the Act and as well as the Rules namely, the Patent 

Rules, 2003. 

 
Section 6, reads hereunder 

6. Persons entitled to apply for patents 

(1) Subject to the provisions contained in section 134, an application for a patent for an 
invention may be made by any of the following persons, that is to say, - 

a. by any person claiming to be the true and first inventor of the invention;  
b. by any person being the assignee of the person claiming to be the true and first 

inventor in respect of the right to make such an application;  
c. by the legal representative of any deceased person who immediately before his 

death was entitled to make such an application.  

(2) An application under sub-section (1) may be made by any of the persons referred to 
therein either alone or jointly with any other person. 

Section 7(2) 

7. Form of application  

(2) Where the application is made by virtue of an assignment of the right to apply for a 
patent for the invention, there shall be furnished with the application, or within such 
period as may be prescribed after the filing of the application, proof of the right to make 
the application. 

Section 135 (1) and explanation 

135. Convention applications 

(1) Without prejudice to the provisions contained in section 6, where a person has made 
an application for a patent in respect of an invention in a convention country (hereinafter 
referred to as the "basic application"), and that person or the legal representative or 
assignee of that person makes an application under this Act for a patent within twelve 
months after the date on which the basic application was made, the priority date of a 
claim of the complete specification, being a claim based on matter disclosed in the basic 
application, is the date of making of the basic application. 

Rule 10 

10. Period within which proof of the right under section 7(2) to make the 
application shall be furnished. - Where, in an application for a patent made by virtue of 
an assignment of the right to apply for the patent for the invention, if the proof of the right 
to make the application is not furnished with the application, the applicant shall within a 
period of three months after the filing of such application furnish such proof. 
 
Explanation.- For the purposes of this rule, the three months period in case of an 
application corresponding to an international application in which India is designated shall 
be reckoned from the actual date on which the corresponding application is filed in India. 

 
13. Reading of the above said provisions makes it abundantly clear that 

section 6 deals in respect of the person entitled or competent to apply for 

patents.  It is pertinent to note that the said provision cannot be confined 
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to ordinary application but it is also applicable to the conventional 

application. 

 
14. Section 7(2) – is an important provision in respect of the very issue 

involved in the instant case.  The reading of the said provision makes it 

crystal clear that if the application is made by virtue of an assignment of 

the right to apply for the patent for the invention, the appellant shall 

produce or furnish within such period as may be prescribed from the date 

of filing application the proof of the right to make the application.  

 
15. As far as section 135 is concerned, it is in respect of the priority 

date the conventional application, if the subject matter disclosed in the 

instant application is the same as the subject matter in the basic 

application filed in the convention country provided the application is filed 

by the same person or the legal representative or assignee of that person 

made the basic application.  At this juncture, it is to be stated that there is 

absolutely nothing to indicate from the reading of Section 135 to show that 

the applicant in the instant case is not required to file proof of the right to 

apply as the said provision is nothing to do with the said aspect. 

 
16. Before going to Rule 10, it is also worthwhile to refer section 139 

which reads hereunder. 

Section 139 

139. Other provisions of Act to apply to convention applications 

Save as otherwise provided in this Chapter, all the provisions of this Act shall 
apply in relation to a convention application and a patent granted in pursuance 
thereof as they apply in relation to an ordinary application and a patent granted in 
pursuance thereof. 

 
17. Reading of the above said section, makes it abundantly clear that 

all the provisions of the Act shall apply in relation to a conventional 

application and the patent granted in pursuance thereof and the person 

apply in relation to an ordinary application. 
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Rule 10 – reads hereunder 

Rule 10 

10. Period within which proof of the right under section 7(2) to make the 
application shall be furnished. - Where, in an application for a patent made by 
virtue of an assignment of the right to apply for the patent for the invention, if the 
proof of the right to make the application is not furnished with the application, the 
applicant shall within a period of three months after the filing of such application 
furnish such proof. 

 
Explanation.- For the purposes of this rule, the three months period in case of an 
application corresponding to an international application in which India is 
designated shall be reckoned from the actual date on which the corresponding 
application is filed in India. 

 
 

18. The said provision deals with the period of limitation for filing proof 

of the right contemplated under section 7(2) to make the application.  In 

view of the above said unambiguous provisions, we are of the considered 

view that it is incumbent on the applicant to substantiate or establish proof 

of right to make the application. 

 
19 The findings of respondent in the impugned order are based on the 

above said provisions namely 6, 7(2), 135, 139 and Rule 10.  We are not 

able to differ from the respondent to the specific finding that the applicant 

has not furnished any documents to proof whether the applicant has got 

worldwide assignment or atleast whether the applicant has got the right to 

make the application in India from the inventor or not.  It is also  rightly 

pointed out by the respondent in the impugned order that in the instant 

case, the inventor is not a party to the application or the applicant has not 

produced the assignment obtained from the inventor in support of his right 

to make the instant application. 

 
20. It is also rightly pointed out by the respondent that the applicant has 

not filled up the Form -1 by properly deleting the relevant columns meant 

for convention application.  It is also pertinent to note that the respondent 
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has rightly pointed out that the applicants declared in Form-1 and 5 and 

they are the assignees of the true and first inventors. 

  
21. However, we are of the view that the respondent instead of refusing 

to entertain the application ought to have given opportunity to the 

applicant for submitting an amended application as per provision under 

section 15 of the Act. 

 
Section 15 reads hereunder 
 

15. Power of Controller to refuse or require amended applications in certain  
cases - Where the Controller is satisfied that the application or any specification or 

any other document filed in  pursuance thereof does not comply with the requirements of 
this Act or of any rules made thereunder, the Controller may refuse the application or 
may require the application, specification or the other documents, as the case may be, to 
be amended to his satisfaction before he proceeds with the application and refuse the 
application on failure to do so. 

 
22. Reading of the above said provision makes it crystal clear that in 

the event of application is not satisfying the required conditions or 

specifications by not filing the relevant documents, the respondent having 

two options, one is to refuse the application and another is to permit the 

applicant to amend the application by furnishing the relevant document 

and satisfying the requirements as contemplated by the provisions cited 

supra.  It is to be stated that in view of the refusal of the application, the 

applicant was deprived of an opportunity to establish his case on merits.  It 

is needless to say that  such refusal is too harsh in the matter of the 

instant case. 

 
23. At this juncture, it is relevant to refer the decision of the Hon’ble 

Apex Court in The State of Punjab and Anr. Vs. Shamlal Murari and 

Anr.  reported in AIR 1976 SC 1177.  The Hon’ble Apex Court has held 

hereunder: 

”We must always remember that processual law is not to be a tyrant but a 
servant, not an obstruction but an aid to justice.  It has been wisely 
Observed that procedural prescriptions are the hand-maid and not the 
mistress, a lubricant, not a resistant in the administration of justice.  
Where the non-compliance, the procedural, will thwart fair hearing or 
prejudice doing of justice to parties, the rule is mandatory.  But, grammer 
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apart, if the breach can be corrected without injury to a just disposal of the 
case, we should not enthrone a regulatory requirement into a dominant 
desideratum. After all. Courts are to do justice, not to Wreck this end 
product on technicalities.  Viewed in this perspective, even what is 
regarded as mandatory traditionally may, perhaps, have to be moderated 
into wholesome directions to be complied wit in time or in extended time.  
Be that as it may, and ignoring for a moment the exploration of the true 
office of procedural conditions, we have no doubt that what is of the 
essence of Rule 3 is not that three copies should be furnished, but that 
copies of all the three important documents referred to in that rule shall be 
produced.  We further feel that the Court should, if it thinks it necessitous, 
exercise its discretion and grant further time for formal compliance with 
the rule if the copies fall short of the requisite number.  In this view and to 
the extent indicated, we overrule the decision in Bikram Dass’s case 
MANU/PH/0001/1975. 

 

24. The principle laid down by the Hon’ble Apex Court in the decision 

cited supra is squarely applicable in this instant case wherein the 

Controller instead of allowing the petitioner to amend the application by 

furnishing the relevant documents and satisfying the requirement as 

contemplated by the provisions has refused the application which resulted 

in the deprivation of the right of the petitioner to argue the case on merits. 

 
25. In view of the aforesaid reasons, we are of the considered view in 

the interest of justice, it is a fit case for remanding the matter enabling the 

applicant to submit the amended application with required documents to 

proof of their right to apply.  Accordingly, the impugned order is set aside 

in so far as the portion relating to rejection or refusal of the application.  In 

the event of failure of filing such amended application with required 

documents to proof of their right to apply, the impugned order would be 

automatically restored.   

 
 

(D.P.S. Parmar)                                                 (Justice K.N. Basha)                                                                   
Technical Member (Patents)            Chairman 
 
SRK 
  

REPORTABLE : YES / NO 
 
(Disclaimer: This order is being published for present information and should not be taken as a certified copy 

issued by the Board.) 
 


